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DETAILED ACTION 
Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8 are rejected under 35 U.S.C. 102(b) as being unpatentable by 
Onodera et al (US Publication 2001/0026531). 

In regards to claims 1, 5, and 6, Onodera et al discloses a visible image forming 
method, computer program and apparatus for forming a visible image on an optical disk 
by an optical disk recording apparatus (Fig. 10), which is designed for applying a laser 
beam onto an optical disk according to first recording data of a predetermined format to 
form pits having lengths specified by the first recording data (Fig. 8, element la), the 
method comprising: a generating step for generating second recording data (Fig. 8, 
element 2a) by embedding image formation data of a visible image in a part of a 
predetemnined format which is the same as predetemnined for the first recording data 
(Paragraph [0069], does matter which program areas 1a or 2a to form the visible image 
onto); an extracting step for extracting the image formation data of the visible image 
from the second recording data of the predetermined format (Paragraph [01 11]); and a 
forming step for forming pits in the optical disk according to the extracted image 
formation data so as to form the visible image on the optical disk (Paragraph [01 12]). 

In regards to claim 2. Onodera et al discloses the visible image forming method 
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according to claim 1 , wherein the optical disk has a spiral guiding groove on a recording 
surface of the optical disk, the spiral guiding groove being divided substantially at an 
equal interval to define a sequence of regions along the spiral guiding groove, and 
wherein the image formation data of the visible image specifies the length of the pit to 
be formed in each region of the spiral guiding groove (Paragraph [01 19]). 

In regards to claim 3. Onodera et al discloses the visible image fomning method 
according to claim 2, further comprising a converting step preceding the generating step 
for converting original image data representing the visual image by rectangular 
coordinates into the image formation data specifying the length of the pit to be formed In 
each region of the spiral guiding groove (Fig. 12, S118-S112; Paragraph [0121]). 

In regards to claim 4, Onodera et al discloses the visible image fomning method 
according to claim 1 , wherein the predetemriined format has blocks each having a 
plurality of frames (It is well known In the art that the disk is fomnat in blocks each 
having plurality of frames), each frame having a region for containing main data to be 
recorded, and wherein the generating step embeds the image formation data of the 
visible image in a part or whole of the region of each frame (Paragraph [0112], lines 6- 
11). 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claim 5 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 5 is drawn to a "program" perse as recited in the preamble and as such is 
non-statutory subject matter. See MPEP § 2106.IV.B.1.a. Data structures not claimed 
as embodied in computer readable media are descriptive material per se and are not 
statutory because they are not capable of causing functional change in the computer. 
See. e.g.. Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a data structure 
per se held nonstatutory). Such claimed data structures do not define any structural 
and functional interrelationships between the data structure and other claimed aspects 
of the invention, which permit the data structure's functionality to be realized. In 
contrast, a claimed computer readable medium encoded with a data structure defines 
structural and functional interrelationships between the data structure and the computer 
software and hardware components which permit the data structure's functionality to be 
realized, and is thus statutory. Similarly, computer programs claimed as computer 
listings per se, i.e., the descriptions or expressions of the programs are not physical 
"things." They are neither computer components nor statutory processes, as they are 
not "acts" being performed. Such claimed computer programs do not define any 
structural and functional interrelationships between the computer program and other 
claimed elements of a computer, which permit the computer program's functionality to 
be realized. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Linh T. Nguyen whose telephone number is 571-272- 
5513. The examiner can normally be reached on 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, A. Wellington can be reached on 571-272-4483. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



LN 

June 23, 2006 




